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-The MAILING DATE of this communicati n appears on the cover sheet with the c rrespondence address 

THE REPLY FILED 13 October 2003 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 
finfiTlf^'iAn ac ^M e ^P plicant « squired to avoid abandonment of this application. A proper reply to a ' 
rnnrZTn « 37 CF R \V* ™y onjy be either: (1) a timely filed amendment which places the application in 

PERIOD FOR REPLY [check either a) or b)] 
a) ^ The period for reply expires 4months from the mailing date of the final rejection. 

b> Inti e n^ f ° r reP ' y 6 ^ eS ( . 1 ] 016 maili " 9 d3te ° f AdviS0ry AcUon ' or (2 > the date set forth in «» fi^ 1 ejection, whichever is later. In 
™? v ni^lV,\^ e StatUtory penod for reply expire later tnan s,x MONTHS from the mailing date of the final re ection 
TO6 07W ™ E F ' RST REPLY WAS RLED W ' THIN ™° M ° NTHS ° F ™ E FINAL REJECTm 0 s ee MPEP 

frp h!i e hi°n n fi,°!, Um f h m ! y . be ( 0btained Und f r 37 CFR 1136(a) - The date on **** «* petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee The aDDroonate eSton 

imfi! Sfin ™ ( } ' . y rep ' y reCe,Ved by toe 0ffice later toan three months after the mailing date of the final rejection even if 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). ■ejw.uon. even ir 

1 .El A Notice of Appeal was filed on 13 October 2003. Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a). or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 
2.K The proposed amendment(s) will not be entered because: 

(a) E| they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or s 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: see attached advisory action . 
3-D Applicant's reply has overcome the following rejection(s): . 

4 D d ° r T en k? d ? a . in W WOuld be allowable if submitted in a se P arate - timely filed amendment 

canceling the non-allowable claim(s). 

5. D The a)D affidavit b)Q exhibit, or c)Q request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: . 

6. Q The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newlv 

raised by the Examiner in the final rejection. 

7. Q For purposes of Appeal, the proposed amendment(s) a)Q will not be entered or b)Q will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 1-26 and 29-49 . 

Claim(s) withdrawn from consideration: 59-68 . 

8. D The proposed drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. Q Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. Q Other: 



U.S. Patent and Trademark Office 
PTOL-303 (Rev. 04-01) 



Advisory Action 



Part of Paper No. 14 



Application/Control Number: 09/873,555 Page 2 

Art Unit: 1624 

ADVISORY ACTION 

The after final amendment filed on 10/13/03 cannot be entered since while narrowing the 
scope of previously rejected claims at Rl 1 to limit it to a group of specific heterocycles, it would 
necessitate further consideration and search to determine the applicability of additional art which 
would render the amended claims anticipated or obvious under 35 USC 103. In addition, the 
definition of "prodrug" cannot be found in the original specification and thus, the specification 
does not provide any guidance for one skilled in the art on how to make and convert the prodrug. 
The compound claims containing the word "prodrug" and the method claims are still not enabled 
for the same reasons given in the Final Office Action. 

Applicants are reminded that entry of amendment after final rejection is not a matter of 
right. "Except where an amendment merely cancels claims, adopts examiner suggestions, remove 
issues for appeal, or is some other way only a cursory review by the examiner, compliance with 
the requirement of a showing under 37 CFR 1.1 16(b) is expected in all amendments after final 
reelection." See MPEP 714.13. For these reasons, this amendment after final rejection will not be 
entered. 

Any inquiry concerning this communication should be directed to Examiner Hong Liu 
whose telephone number is (703) 306-58 14. The examiner can normally be reached on Monday 
through Friday from 8:30 AM to 6:00 PM. If attempts to reach the examiner by the phone are 
unsuccessful, the examiner's supervisor, Mukund Shah can be reached at (703) 308-4716. The 
fax phone number for this group is (703) 308-4734 for "unofficial" purposes and the actual 
number for official business is (703) 308-4556. Any inquiry of a general nature or relating to the 
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status of this application or proceeding should be directed to the Group receptionist whose 
number is (703) 308-1235. 
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October 22, 2003 

Mukund Shah 

Supervisory Patent Examiner 
Art Unit 1624 



